The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.

Paper No. 30

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RI CHARD RASHVAN

Appeal No. 2000-0798
Application No. 08/410, 852

ON BRI EF

Bef ore CALVERT, ABRAMS, and STAAB, Adnmini strative Patent
Judges.

CALVERT, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
13, all the clainms remaining in the application.

The cl ains on appeal are drawn to an autocl avabl e nedi cal
instrunment (clains 1 to 6) and a nethod of making a nedi cal
instrunment (clains 7 to 13). The exam ner states (answer,
page 3) that clains 1 and 7 are erroneously presented in the

appendi x (Appendi x A) of appellant’s brief, and are correctly
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witten in an appendix to the exam ner’s answer, but since no
such appendi x to the answer is found, clainms 1 and 7 (the only
i ndependent cl ains on appeal) are reproduced as follows:?

1. An autoclavabl e nedical instrunent
conpri si ng:

a netallic shaft having an end; and

a col ored synthetic handl e nol ded to encase
the end of the netallic shaft wherein the col or
of the synthetic handle identifies the
instrunment as belonging to a predeterm ned

group.

7. A method of making a nedical instrunent
readily identifiable conprising the steps of

produci ng a netal portion of the instrunent
having a shaft; and

encapsul ating an end of the shaft in a
col ored aut ocl avabl e synthetic material such
that the encapsul ating synthetic materi al
identifies the medical instrunent as bel ongi ng
to a predeterm ned group.

The references applied in the final rejection? are:

Hamas 4,671, 916 Jun. 9,
1987
Bedner et al. (Bedner) 4,798, 000 Jan. 17,
1989

! These clains are as anended by the amendnent filed on
Sept. 29, 1997.

2 Paper No. 24, Dec. 4, 1998, the third final rejection in
t he case.
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Addi tional references applied herein in a rejection pursuant

to 37 CFR 8§ 1.196(b) are:?

Rubri cui s 3,740,779 Jun.
26, 1973

Eaton et al. (Eaton) 3, 750, 282 Aug. 7,
1973

Li nden 4,882, 867 Nov. 28,
1989

Claims 1 to 13 stand finally rejected under 35 U S.C. 8§
103(a) as unpatentable over Hamas in view of Bedner.

After fully conssidering the record in |ight of the
argunents presented in the appellant’s brief and reply brief,
and in the exam ner’s answer, we conclude that the appeal ed
clainms are patentable over the conbination of references
applied in the final rejection.

On page 5 of the answer, the exam ner explains the basis
for the rejection as:

It is felt that one of ordinary skill would
be aware of techniques for form ng both netal
and plastic inplenments. Bedner notes tha both

nmetal and plastic nmay be nol ded for use as
handl es. He states that netal is preferred due

3 The Eaton and Linden patents are already of record in
the application. A copy of Rubricuis is enclosed herewth.
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toits weight and rigidity. He also states that
nmol ding a handle is relatively inexpensive.
Wth this information in mnd one of

ordinary skill would consider inproving Hanas.

Hamas states that while plastic plugs of various

col ors and shapes are useful for identification

of instruments coloring the entire handl e m ght

be nore desiralbe if it were not nore expensive.

The sol ution would appear to be obvious. Rather

than drilling holes and inserting plastic plugs

nmerely nold plastic around the handle. Thus a

better and cheaper instrunent is produced since

the weight and rigidity of nmetal is retained and

the entire handl e col ored by an i nexpensive

process.
We do not agree with the examner’s reasoning. Claiml
requires that the synthetic handle be "nolded to encase the
end of the netallic shaft,” and claim7, "encapsulating an end
of the shaft in a col ored autoclavavle synthetic nmaterial."
The exam ner does not identify where in the Hamas patent it is
di scl osed that "coloring the entire handle m ght be nore
desirable [than plastic plugs] if it were not nore expensive";
presumably, this refers to Hanas’ disclosure at col. 3, lines
17 to 19, that using plastic plugs "is less costly than
pai nting the stainless steel handles of each instrunent.” In
any event, we find no disclosure in either Hamas or Bedner of
nol di ng or encapsul ating the end of the instrument shaft, as
claimed. The exam ner states on page 2 of the final rejection
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t hat "Bedner shows a nol ded handl e encasi ng the shank of an
aut ocl avabl e knife," but we find no such disclosure in Bedner;
rather, this reference discloses a handle which is all netal
(col. 1, line 14) or, arguably, all plastic (col. 1, lines 6
and 7) and which holds a detachabl e surgical blade 40 at one
end. Absent any teaching or suggestion in the prior art of
nmol di ng or encapsul ating the end of the instrunent shaft, the
exam ner’s conclusion that it would have been obvious to
"merely nold plastic around the handl e" appears to be based on
i mproper hindsi ght gl eaned from appel |l ant’ s own di scl osure.

It follows that a prina facie case of obvi ousness has not been

est abl i shed.

The rejection of clainms 1 to 13 therefore will not be

sust ai ned.
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Rej ection Pursuant to 37 CFR § 1.196(b)

Pursuant to 37 CFR 8 1.196(b), clains 1 to 5 and 7 to 12
are rejected under 35 U.S.C. § 103(a) as unpatentabl e over
Rubricuis in view of Eaton or Linden, taken w th Hanas.

Rubri cui s discloses a nedical instrunment conprising a
nmetal scal pel blade 1 attached to a handle 2 which is made of
pol ypropyl ene (col. 4, line 14) and is col ored so that
different size scal pel blades can be easily identified (col.
2, lines 44 and 49). Rubricuis does not specifically
di scl oses that the instrument should be autoclavable, but it
woul d have been obvious to make the handl e out of autoclavable
plastic in view of Rubricius’ disclosure that it can be
"presterilized", and the teaching of Hamas that plastic used
in surgical instrunents should be autoclavable (col. 2, lines
46 to 52).

Caim1l calls for the handle to be nolded to encase the
end of the netallic shaft, and claim 7, for encapsul ating an
end of the shaft in synthetic material. Rubricuis discloses
that scal pel blade 1 is attached to the handle 4 by "snap
clanp 2 or other suitable nmeans” (col. 2, lines 11 to 13).
Bot h Eaton and Linden di scl ose nedical instruments in which a
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pl astic handle (Eaton 16, Linden 1) is attached to the
metallic portion (blades 18 of Eaton, tools 2, 3 of Linden) by
nol di ng the handl e would the netallic portion (Eaton, col. 2,

lines 50 to 54; Linden,
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Fig. 4 and col. 2, line 60, to col. 3, line 2). 1In view of
either of Eaton or linden, it would have been obvious to
enpl oy nolding as the "other suitable neans" referred to by
Rubricuis at col. 2, line 13, for attahing the netal scal pal
blade 1 to plastic handle 4, noting that Rubricuis states at
col. 2, lines 38 and 39, tht plastic can be "easily injection
nmol ded."” The use of nolding to attach Rubricuis’ handle 4 to
the end of blade 1 would have been the obvious selection of a
known attachnment nethod, and woul d have been particularly
suggested to one of ordinary skill in the art by Eaton’s
di scl osure that such a nethod of attachnent is strong, rigid
and i nexpensive (col. 4, lines 36 to 40).

Wth regard to clains 2 and 9, the handle of the
Rubri cui s scal pel, beings pol ypropyl ene, would inherently be
nondegr adabl e in body fluids, as appellant discloses at page
6, lines 25 and 26 of the specification.

As for clains 4 and 11, one of ordinary skill would
obvi ously sel ect a pol ypropyl ene for the handl e of the
Rubri cui s device which would resist the autocl ave
tenperatures; seee Hanmas' s disclosure at col. 5, last two
par agraphs, of the desirability of using plastics having a UL
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tenperature index of around 120EC. (248EF) or higher, nost
preferably of a material which can be heated to 250EC.

(482EF.).
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The recitation in claims 5 and 10 of a handle which is
nonpor ous and defines substantially no interstices with the
shaft woul d appear to be the inherent result of the nolding
process, and in any event these would obviously be desirable
characteristics of a nmedical device.

Concl usi on

The exam ner’s decision to reject clains 1 to 13 is
reversed. Clains 1 to 5 and 7 to 12 are rejected pursuant to
37 CFR 8§ 1.196(b).

No period for taking any subsequent action in connection

with this appeal may be extended under 37 CFR § 1.136(a).

REVERSED. 37 CFR § 1.196(b)

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
NEAL E. ABRAMS ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)
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LAVRENCE J. STAAB
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SLD
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REVERSED
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